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DETAILED ACTION 

Response to Arguments 

Applicant's amendments to independent claims 17, 22 and 29 have overcome the prior art 
rejections to these claims. Regarding claims 17 and 22, Applicants have amended these claims 
such that aryl-containing carbinol groups are excluded from the carbinol-functional silicone 
resin. Harrod et al. (US Pat. 3,410,820) and Onishi et al. (US Pat. 4,614,675) only teach aryl- 
containing carbinol groups and do not teach or suggest employing carbinol groups which are free 
of aryl groups as required by instant claims 17 and 22. 

Regarding independent claim 29, Applicants have incorporated the subject matter of now 
canceled claim 33 into claim 29. Claim 33 was indicated as allowable in the previous Office 
action. Thus, claims 29-32, 34 and 35 are allowable. 

Independent claims 24 and 27 (and their respective dependent claims) were rejected in 
the previous Office action. Applicants have made no amendments nor have argued these 
rejections. As such, the rejections for claims 24-28 are wholly maintained. 

Claim Rejections - 35 USC §102 

The following is a quotation of the appropriate paragraphs of 35 U.S. C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public use or on 
sale in this country, more than one year prior to the date of application for patent in the United States. 

Claims 24 and 26 are rejected under 35 U.S.C. 102(b) as being anticipated by Harrod (US 
Pat. 3,410,820). 
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Example 7 of Harrod teaches the preparation of a carbinol-containing silicone resin via 
platinum-mediated hydrosilylation of a hydride-containing silicone resin with 2-allylphenol. The 
resin product of example 7 satisfies the values for a, b, c, and d for claim 24. The carbinol group 
has the formula -(CH 2 )3C 6 H 4 OH. Because Harrod teaches the same method as claimed in claim 
24, the resin structure of example 7 also satisfies instant claims 24 and 26. Regarding the wt% of 
phenyl groups in the resin of example 7, a person having ordinary skill in the art can readily 
determine this as follows: 

1) Normalize the units of the silicone resin in example 7 of Harrod to equal 1 : 
(0.24 + 0.4 + 0.72= 1.36) 

1/1.36 = 0.735 

0.735*0.24 = 0.18 of phenylsiloxy T unit 
0.735*0.4 = 0.29 of dimethylsiloxy D unit 

0.735*0.72 = 0.53 of dimethyl,hydroxyphenylpropylsiloxy M unit 
As can be seen, the value of b is 0.29, which satisfies the proviso that the value of b be 
less than 0.3 when all the R 2 groups are methyl. 

2) Calculate the wt%: 

0.18*1 phenyl group*77 g/mol = 13.86 (77 g/mol is the approximate weight of a phenyl 

group) 

0.29*2 methyl groups* 15 g/mol = 8.7 (15 g/mol is the approximate weight of a methyl 

group) 

0.53*2 methyl groups*15 g/mol = 15.9 
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0.53*1 hydroxyphenylpropyl group* 135 g/mol = 77.55 (135 g/mol is the approximate 
weight of a hydroxyphenyl propyl group) 

The total wt% of the groups is 13.86 + 8.7 + 15.9 + 77.55 = 1 10.01, of which the wt% of 
the phenyl groups amounts to 13.86/1 10.01, or approximately 13 wt%, which satisfies the 
proviso that the phenyl content be at least 10% by weight. 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 

obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

This application currently names joint inventors. In considering patentability of the 
claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter of the various 
claims was commonly owned at the time any inventions covered therein were made absent any 
evidence to the contrary. Applicant is advised of the obligation under 37 CFR 1 .56 to point out 
the inventor and invention dates of each claim that was not commonly owned at the time a later 
invention was made in order for the examiner to consider the applicability of 35 U.S.C. 103(c) 
and potential 35 U.S.C. 102(e), (f) or (g) prior art under 35 U.S.C. 103(a). 

Claim 25 is rejected under 35 U.S.C. 103(a) as being unpatentable over Harrod (US Pat. 
3,410,820) as applied to claim 24. 

While Harrod does not explicitly teach a silicon resin which anticipates the structural 
limitations of instant claim 25, such resins are believed to be rendered obvious based on the 
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teachings of Harrod. Specifically, Harrod teaches copolymeric organosiloxanes having the 
formula at 9:30 (claim 1). Such a formula suggests to a person having ordinary skill in the art to 
employ silicone resins having M, D and T units in amounts which would satisfy the ranges for a, 
b and c of instant claim 25. 

Claims 27 and 28 are rejected under 35 U.S.C. 103(a) as being unpatentable over Harrod 
(US Pat. 3,410,820) in view of Yoshino et al. (US Pat. 6,806,509). 

Claim 27: Harrod teaches a silicone resin (example 7) having phenyl groups. The phenyl 
group content of the resin in example 7 is calculated to be approximately 13% by weight, based 
on 1 00 wt% of all of the substituents in the silicone resin. While Harrod does not explicitly 
teach a silicone resin having a phenyl group content of at least 30% as required by instant claim 
27, Yoshino et al. teaches silicone resinous compositions useful as encapsulating materials 
(abstract). Yoshino et al. further teaches that it is advantageous to incorporate up to 80 mol% of 
phenyl groups in the silicone polymers. Harrod and Yoshino are combinable because they are 
from the same field of endeavor, namely, silicone-based encapsulating compositions. It is noted 
that incorporation of phenyl groups gives high refractive index cured compositions, which is a 
desirable property in silicone encapsulants (3:56-65 and 8:26-40). The silicone resins taught by 
Harrod are taught to be useful as encapsulating materials, therefore a person having ordinary 
skill in the art would appreciate and be motivated to incorporate a high phenyl group content. 

Claim 28: While Harrod does not explicitly teach a silicon resin which anticipates the 
structural limitations of instant claim 28, such resins are believed to be rendered obvious based 
on the teachings of Harrod. Specifically, Harrod teaches copolymeric organosiloxanes having 



Application/Control Number: 10/568,5 12 Page 6 

Art Unit: 1796 

the formula at 9:30 (claim 1). Such a formula suggests to a person having ordinary skill in the 
art to employ silicone resins having M, D and T units in amounts which would satisfy the ranges 
for a, b and c of instant claim 28. 

Allowable Subject Matter 

Claims 17-23 and 29-35 are allowed. Independent claims 17 and 22 have been amended 
to exclude aryl-containing carbinol groups. Harrod et al. and Onishi et al. only teach aryl- 
containing carbinol groups and do not teach or suggest employing carbinol groups which are free 
of aryl groups as required by the instant claims. 

Independent claim 29 has been amended to include the limitations of previously 
allowable claim 33, thus placing claim 29 in condition for allowance. 

Conclusion 

Applicant's amendment necessitated the new ground(s) of rejection presented in this 
Office action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP § 706.07(a). 
Applicant is reminded of the extension of time policy as set forth in 37 CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within TWO 
MONTHS of the mailing date of this final action and the advisory action is not mailed until after 
the end of the THREE-MONTH shortened statutory period, then the shortened statutory period 
will expire on the date the advisory action is mailed, and any extension fee pursuant to 37 
CFR 1 .136(a) will be calculated from the mailing date of the advisory action. In no event, 
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however, will the statutory period for reply expire later than SIX MONTHS from the date of this 
final action. 

Correspondence 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to ROBERT LOEWE whose telephone number is (571)270-3298. 
The examiner can normally be reached on Monday through Friday from 5:30 AM to 3:00 PM 
EST. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Randy Gulakowski can be reached on (571) 272-1302. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). If you would 
like assistance from a USPTO Customer Service Representative or access to the automated 
information system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 



/R. L./ 

Examiner, Art Unit 1796 
6-Nov-09 
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